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Major Differences Between CN and US Patent Laws
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Prior art base — publications before the Prior art base — publications before the
patent application date, and prior-use  patent application date, and prior-use

in anywhere of the world in the US [Note 1]

WAHBAR - rAaERigHIARH BRI £ Hig Hor 27 1 H AR
A, AAEATAT H 5 R AE S A3 Yy, FAAE S [ A S A

No grace period of disclosure except 1-year grace period of self-disclosure
for non-prejudice disclosure BB NI AT A 151 58 R

B TSR, B TR R A 2R

A 2 I LA

No continuation or continuation-in-part Continuation or continuation-in-part
WA IR EE B 53 4k S FRE AL available

A AR SR 7 4R S B B

Note 1: will change to prior-use in anywhere of the world when the AIA comes
into force in 2013

P 12 R AE201 35 5 [l A WHTR S A2 0 eSO AE A AR i 7 A 5B A ]



Major Differences Between CN and US Patent Laws
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Joint-ownership — by default, each
patentee can grant non-exclusive
license without consent of other
patentee(s), unless otherwise agreed
2 NHRIE LA — BRAER M N
5 WERIA R BEA AN A ] LLAE A
HAR B RN FE T, = PAR S T
Af

Any one can apply for a compulsory
license

AT AR AT LA 5 il v A

Utility model available in addition to
invention patent and design patent

iR T R B RIASNUE R LLSE, A SE
A

Joint-ownership — by default, each
patentee can only grant non-exclusive
license with consent of other paten
tee(s), unless otherwise agreed

2 NIHLFRIIA LR — BRAES ML
5 WPERIN A BEAS T AN L Al LIAE A
FAR B RN E R, %A ST
AJ

Compulsory license only granted to
the US government

s I VF AR T 56 B BUR

No utility model (utility patent =
invention patent)

TSI Y



Major Differences Between CN and US Patent Laws

No patent term adjustment Patent term adjustment available
A A ST U A LA TR R

Two-track litigation — infringement and  Infringement and invalidation are
invalidation are separated typically trialed together

KUURVA ] — (BRI 205 TF AL B (B BRI A0 2 2 — 4 BT
Company or inventor can be applicant  Only inventor can be applicant

BT B IR A LAFE g s A RV LIPNCIIPE(ESE N

First to file 4G HIi% First to invent [Note 215 - B [£2]
More non-patentable subject matters Fewer non-patentable subject matters
LA 2 AN 32 LA ORI ) 25 4 LU D AN 2 LA ORI ) 25 4

Invalidation at SIPO, appeal at court Invalidation at USPTO or court
SIPOALIRICRK, ABCACFN LR EUs 56 B LA R ek B Ab 3 e 2k

Note 2: will change to first to file when the AlIA comes into force in 2013

PRE 2045 7E201 344 5 [l e IR S AR R00m B800 56 HR T



Major Differences between CN and US Patent Laws
- In Practice

S [ L ANA R E X - FEE . o o o

m US is much more patentee/applicant friendly & [E X} FIA N/ H i
NFEHH

1-year grace period 14F % [ 1
Much broader scope of amendments ¥ % (1 #1175 5 1& 2 G
Various mechanisms to “fix” a patent application — continuatio

N2 FAMRCA IR & R B PL] — KL
Patent term adjustment | ] B 1 %%
May face difficulties when prosecuting a US patent specification
in ChinafH/2&, I 15 A 15t I 7 [ s IS 22 5 36 21 PR 3k
m Solution — involve Chinese patent attorney during drafting of patent

specificationf# i 5 % — ik EE AN S5 LR H B EES



Major Differences between CN and US Patent Laws
- In Practice

o [ 5 26 [ L RVE R BB XO- FESL . . .
m Utility model =2 A 81 Y
Quick grant PeiZAL
Short protection term {4 #R k4
Limited to mechanical inventions & il T # Lk
KRR
Can apply in parallel with invention patentr]

[ oS L5 75 W R [R] A PR

Not used by foreign entities# | [E L %A K H




Major Differences between CN and US Patent Laws
- In Practice
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B 526 E L ANER FEXO- A5, o o

Joint ownership of patent NOT recommended in China
P, Az IR S A

Unless otherwise specified, all co-owners can practice
and license the patent without each other’s consent —
possible for partner to give license to competitorfxIFE )
AP 5 WERN R BT RIRNAS T LLAE AT FLAR %
MRON A B ATEREZ TV ] — RIFRIRERIR T =
% 3 F A

Enforcement requires consent from both partiesi/t A 7
LA L AN A=

Suggested solution — form a JV and transfer the patent
to the JV R TR — WA B AN I LR 211%
¥ Al




Major Differences between CN and US Patent Laws
- In Practice
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m Compulsory license - provisions similar to those in other
countries slVFA] — 454515 A

m Grounds to apply for compulsory license in ChinaftH

A DA H TR s Al AT R EE

| 5 1N

The invention is not practiced or practiced within
China sufficiently within 3 years from grant without

justification JC1E 3 A AERAUG = FNAETE

1 0 A 752

The enforcement of the patent is judged to be against
anti-trust lawA 718 L AN € A B TN
m Not granted in practicesz i, WHF T



Major Differences between CN and US Patent Laws
- In Practice

PSS ETANER EEXON- AESEE . o o o

m Two-track litigation system in ChlnaEj &
SEAT AR AT

m Similar to that in Germany, infringement
and invalidation are trialed separatelyﬂl

il |5 AP, AR B G AL - HE

m Preliminary injunction not granted easily
PFHTZE IR 2153




" B
Invention from joint development
L[R5 ) % B

m Ownership -

Agreement between parties prevails JL5t7%
8253 2[R
Otherwise, inventorship has to be first

determined, and based on the identified
determine the ownership — who invents, who

owns the rights A UMY TE, 752500 E
RN, RIEHEAR — #ERH, A
m Various terms in agreements £ 4~ [A]

iRDINAG




S
Invention from joint development

L [A] H &% 1) % A

m Various terms than can be considered in agreements
SRS L2 & 22 Fh AN [R] 45 3K
Patent rights transferred to one party with
remuneration, subject to further conditions A FJ# A]

UAEA TGO A — T %255 —J7, Al R
T2 &M
License
m License fee — free? Lump sum? Based on sales?
YRRl g — faile? —E? A THE?
= Rights to sub-license FFi4 1] ALH]
m Exclusivefit 5 4
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Handling of new IP Ab¥ g =4 1)IP

m New [P arises from development during
cooperation, e.g. |mprovements on productstt

LA R R IEIP, Bl W i T &

m Clauses prohibiting tech development in contract
violates the Chinese Contract Law &2 BH

IR TRV ANE S S G RGNS
m Should consider W i%*%J&:

Mechanisms for good recordkeeping, for indentifying

inventors — determination of ownership

grad AL, ORI — e Sia

If ownership distribution cannot be decided at the start of the
project, mechanisms for discussion of ownership and costs

for establishing IP should be established

WERAMA ) 73 A BEAE- S TRV R aa s g, IBMV 2% fE st
WA BRI LIP3 FH AL 13




o
Handling of new IP, special points to be noted in China

REPH T -

RIES

CIIP, fEH

m |[nventions completed

AT R

clearance before filin
elsewhere. ?@J’iﬁﬂﬁ?ﬁ
F& ) A BH A 20008 T AE A R

SNSRI

iIn China must obtain

PR

patent

applications

‘_A

31@%%& HU , EHE5E
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" A
Handling of new IP, special points to be noted in China
b AP, A8 A ] 75 B 2 AR 1) = 10

m |f IP is completed by more than one entity, for
gzﬁﬁ%%ABand B/,\tEgl?ng%lzeH%s o&?ﬁe%se AS7|E)L|eBC|ﬂe
NI RE |t PLITR v
%%,&ﬁﬁﬁ%dﬁﬁ
A and B are co-owners of the invention A #1 B 2% B

Ry EHHAE A

If B declares giving up patent application rights and A

tehven_tuallyt_obta]lcns ’%he patﬁgt&_% I‘?Z er%t;?udqa (o} %%RCE?
e invention for free UIBJ= HH N5+ 5 EY

2SI SRl E Bﬁﬂﬁa%@ﬁ Zﬁbzifﬁ

If A or B disagrees to apply for patent, then the

remaining party cannot apply for patent on ifs own WA

f
ABAFEHIEEH, & M7 AR ELH G LA
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" J
Handling of new [P, special points to be noted in China

A FE = AP, 7

- HH

| 7 HEE R R ) S I

m Unless otherwise specified, when selling the

9

)

NINEEKY WiR A ER Qs

Inventor(s) & A\
Client of contracted research &% % BH [1] i %<

Co-owner of invention & BHRIL[EFHAE A

e

x

new IP, default first-ri )ght -of-refusal to: %1
L 1'LTJJ U,

7&2%?7@7& s

E S
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Handling of new IP, special points to be noted in China
KB A RIP, A8 5 ST A IR ] S 10

m Contracted research &% % W

Unless otherwise specified, entity completing the

invention owns the patent application righti%f
T DI s e T S s T

FATE X

However, client of the contracted research is

entitled to Fractice the invention for free {H &,
P

B LR W R AT AU 5 it AT % W
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" J
Licensing — some special points about China
VFRT — 5 R o S R PR
m For a patent license, Chinese Contract Law
AEE AV, A [E G R
requires licensor to provide necessary
information, guidance and assistance to the
licensee to practice the invention — includes
trade secret? ERVFn] PR TRE NI TR T8
SR LA — S fERE L E 2
unless otherwise specified, licensee is
forbidden to sub-license without licensor’s
consent YA AR PR, AR IEMEVE R T AE
A VER] T RS T fAR VFR]
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" A
Trade secrets — characteristics
NP EREE — 4
m Any information not available to the public

2 IRANFIIE ) B

Advantages Disadvantages

* No registration required J&7 &id * Non-exclusive — can be
circumvented by independent
» Protection can last forever as long cLeveIoprr;jezqt At — Ay LI
as secret is maintained - ZE{R 455 A RIESEE
2R AT DL 3 K 3 * Need to take substantive measures
to maintain the secret 7 % KL Fr
11 R FF A

» Once breached, the public is free to
use —HREE, Anl Ll di i

* Only can target and claim damages
from the person who made the

breach H ] DLIE 77 #5 Ab 25 11 N

19



Trade secrets in China
RN il 5 7 1 R

m Typical scenario — an ex-employee joins a
competing company, or even forms his own
company using trade secrets from ex-
employer

m RIS — i O3 A T A e 32 b A
%MAﬁ@ﬁ;,ﬁ@Q&v'Hmﬁﬂ

20



" J
To successfully sue for breach of trade secret by a
person, need to prove:

ZRINHRF— T ARIB RN E, FEILH:

— the information is indeed qualified as secret®s THE 1 HL£3F
1 T2 TP A%

— that person does not have the right to breach 8> A\ %A1
A 5 Rl

— that person did know and breach 54~ A\ A0 itk 22 Fik

P A}
e

— the damages suffered by the petitionerigk A &8 8935k

— independently verify the above 837 B4iFSE LA E RIS IR

21
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Background IP — 3™ party licensing
5P — 8 =y Vp ]
m Study scope of patent and activities to know
whether 3 party licensing is required 77 20/

S LAV H BT 8,

= Vrne]

m Once necessity is determined— H.{ € 75 2255

—J7VFA]

PARHIE 2 75 e 22

/T‘

Has the license been obtained? 1] &4 15

B g

Can the license be involved in the transfer?

VERI A LLF

Is a sub-license required?/5

E LR SRS -

R R 2
AT 2
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Note

m These materials are public information and have been prepared
solely for educational purposes to contribute to the understanding of
Chinese intellectual property law.

m These materials reflect only the personal views of the author and are
not individualized legal advice.

m [t is understood that each case is fact-specific, and that the
appropriate solution in any case will vary. Please seek specific
advise for each of your IP matters.

m The presentation of these materials does not establish any form of
attorney-client relationship with the author or Tee & Howe.

m While every attempt was made to insure that these materials are
accurate, errors or omissions may be contained therein, for which
any I|ab|I|ty Is disclaimed.

Intellectual Property Attorneys
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Q&A

Thank you for your participation.

Any Questions?




About the Speaker

Dr. Toby Mak is a registered Chinese Patent Attorney and has a PhD
degree in Chemistry. Toby was born in Hong Kong and graduated from the
Hong Kong University of Science and Technology. Toby worked at one of
the largest law firm in Hong Kong for 8 years before joining Tee & Howe.

Toby has over 10 years of experience in patents and designs. He has
substantive experiences in handling both contentious and non-contentious
matters, including prosecution, invalidation and enforcement. He has
drafted numerous patent specifications and prosecuted relevant
applications to grant in various countries including China, the USA, Europe,
Japan, and so on.

Languages: Chinese, English
e-mail: toby.mak@teehowe.com
Tel: +86 10 85295503
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