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B RIS R R
The Order of Precedence
of the Controlling Documents

CERCUUE 152 T A CERCHLH 13 330
«  The CERC Protocol is the controlling document for all CERC Projects.
CERCUUE T ZIPHI 4, ELAES I T AT B WA HH R RO B

« IP Annex to the CERC Protocol Requires a TMP before works commences:

= CUHFAEHZS 5T WA FEE A OCT AR PO RS B TR E
— I1.B.2.(d) The Parties or their participants shall jointly develop provisions of a Technology Management
Plan regarding the exploitation of intellectual property rights ...

= WA ASREIR AR R E R BFFE I H Bl BT E — MRS BORE B, I AR S A &
— (e) If the Parties cannot reach an agreement on a joint Technology Management Plan in the particular
research project agreement, work on the particular research project shall not commence.

=B T AE BB R BORE BT, 32T R RE AV 2R LA R R R A A AR

«  Technology Management Plan for each of the three consortia creates the framework for collaboration
and the management of Intellectual Property
FUARROT H LA I AT AT H 252 I RURIA 3L 45

«  Project- and IP-specific contracts will describe in detail the rights and responsibilities of a project’s
Participants

&t SEE i AEJF IS
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BAREHETTR] (TMP) HEZE
Technical Management Plan (TMP)
Framework

DX T S AR BRI H RR P A FI A 5 e 25 B A B AR SR

« Distinguish ‘Background’ IP from ‘Project’ IP and be clear about the rights
associated with each category.

«  HHPRCERCZH& TR Joleha iy i H Airifr Al 1O 1 5 KR4

« Ensure there are no restrictions or encumbrances impairing licenses of Background
IP to CERC Participants.

o TRORTT SRR ACFI T H AR A BEAE Rl A3k a4 1)
« Ensure Background and Project IP can be licensed on commercial terms.

o TRRETR YA I H TR A T 4% M HAt A OC 45K

« Ensure flexibility to put Project IP allocations, terms and conditions in contracts
o I AR AU A AR E Y

« Describe the limited scope of required licenses for Project IP.

o BRORRIR ALY AL ORI

« Ensure traditional IP protections for IP.
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Background IP is Protected

e IIlIa
—  ERFRFAUAE R A IE R AR A=A BT A R AR 4
— Owners of Background IP retain all right, title, and interest in their Background IP
—  ARSCH AT I AN ZRIZAR T BB VA Skl Al 7 SR8 O A 1
BRI
— nothing herein shall be construed as requiring such an owner to license, assign or otherwise
transfer its Background IP

— SRR AR i AR ZEERAIE 24 AP AT IR

— any use of Background IP may require an appropriate license

o IV, ZH5ENERAEBAEALT A —
Participants and providers of Background IP may—
— S HEFON T SRR T A R, MR S AR B0 H A= B0 EAX
— list all relevant IP that they assert as Background IP for the purpose of seeking to
distinguish Background Intellectual Property from Project Intellectual Property.

- BEZER =RV B b

— agree in writing to the scope and nature of the Background IP.
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BOARE T R FHIHREE . ILIRAHE=E
TMP Requires Disclosures, Reports and Sharing
but Protects Confidential Information

TN
I‘rnl--lr

o IV 3HTAIHLR, B ki B BRG], AR R LR
HE BT AU 77 ZEAS AT B BR N

« IV.2. Public reports are required, but may not disclose “that which cannot be disclosed to
the public in accordance with applicable national or other laws and regulations regarding
secrecy, confidentiality or the need to preserve the novelty of an invention for purposes of
patenting.

e IV.3. 1JJACTCKFEJTACTC, & J7WIRIIMXSTTREMAE A RIS IRAGAE
R EAEES TR AR AR R R AL AT B

« IV.3. Each, the China ACTC and U.S. ACTC, shall ...make available to the other ...
technical reports resulting from such cooperative activities that are not “business-
confidential”...
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SORNEHIT R FrF e {CRMEE
TMP Requires Public Disclosures and Reports
but Protects Confidential Information

o IV HHEAMGIAE AU FEER, DOFIHRFA HAL RV S B4
Ok PR L

« IV.5. Asappropriate, a Participant may execute a mutually agreeable confidentiality
agreement, to protect the confidentiality of Intellectual Property, other business-
confidential information, or protected research data.

. IV.6.CERCBUEBAZIT (siddsEhliy) RES SH e BNl EEe, G
WAL B AR B R A I, DABRE R E 2 5 M 2R 15 B

« IV.6. ... Signatories to the CERC Protocol (or their designees) and its Participants may
enter into agreements with respect to their business-confidential information, including
trade secrets or protected data that restricts access to such information to only certain of
the Participants.

&t S BB YF A
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Confidentiality

WIS N RN HADZ 522 N GRAP R L 5 B BURSURME BT A T AT R PR B, an -
Confidentiality agreements for researchers and other participants to protect Business Confidential
Information, government sensitive information and trade secrets, for example:

FARVEATTHIRLE , LABER F G L M RTIE A TTHE B AR
«Academic publication restrictions to preserve non-publication before filing for patents
AEBARE T, AR IATIUESGT 02 58 R A KI5 2

«Under TMP, confidentiality may require that only some Participants may be permitted to have access to
certain information

ESFBON I E R ARG BARBG (e BCRRLE , IXLERUEAT AT RE 2 E R E L (B : HIZ(EE)

«Compliance with government restrictions on access, use or distribution of information that may be
deemed state secrets (e.g., geological information)

V. LI T ACTCl 3 77 ACTC L — 7 1 A ML A 8 Ik 0% o o At A () el
R R T SR e (S 0y, AT DA

—  V.1. “Where the domestic law of the territory of each, China ACTC or U.S. ACTC, prohibits the use, disclosure or

permitting of others to use or disclose intellectual property or any research data or other information, this TMP
supports such law.”

&t SE i Ak E AL
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FiT A sk RLAE & [+ 471 A

All Terms and Conditions Should be in Contract

HREAEE SRR 7 BT 2 S EHE  BCAN, Gl 2 58 2 RS ol TH

A e B ) iR S 4 T 300 B S A T

V.6. “...intellectual property rights allocations relating to Cooperative Activities may be established by
Participants ... in sub-agreements, Project Annexes, or separate agreements among Participants engaged in such
Cooperative Activities.”

VARV 5 A R Ty, [H

Section V.4 and V.5 licenses are required... but...

VAT HMSCAY SO0 H TP A BT A AN T I RT3 52 (1 Rl S5 OR P B S/ R 2%

Terms of licenses are left to IP owners to negotiate on acceptable commercial terms

“EVEET By R R R R T ST

Licenses required for “Cooperative Activity” Project IP is limited to “research and development”

SRR BIATSEIUE " AT E AR EE T A U B R SR

Licenses required for “Jointly-Funded” Project IP based on fairly-negotiated commercial terms

X HAMEZ SERNEA RN B =07 (AE253) BVFRT R DO HA FE 2 5354 TR #6532 26O R 1R

Licenses to other country’s Participants must be on favorable terms as compared with 374 Parties

&t SE i Ak E AL
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Background IP

» WEEMH, e RETRA T EHE R E R AT (U7, AT =T & B ITART)

» If appropriate, describe in your contract Background IP (yours, theirs and third-party) that
will be involved in the project.

> HEFERRFRAEI ARG 25 S SRR I AT AL

» Require licenses from the owners of Background IP for the use of that IP.

> WSS E P T s AR AT SO AN N A BE I A AT L

» Be certain that you have a broad license to use the Background IP for the research project.

» o WERERATBES R AL TR A O, NI TR R (8 A SRR AR 2 A A
e A e R 98 B 2 A R 55

» Describe the terms for the use of the background IP and whether royalties or other
obligations arise if the Background IP is implicated in the product of your research.

&t SE i Ak E AL
2012 CEF Copy rights reserved. \ PEEERIRISIE

US-CHINA Clean Energy Forum



i H FIR AL
Project IP

> HEHKERERNERE
» Be clear who owns the results
o W7 HUMEE BY N FIZ T SRR A B AL
o Sole ownership for IP created by only one party
o M
o Joint ownership

PP A B

allocation of rights
BFRLRIBRRHE (AHERELHEE) 5 2R AR
Including right to royalties (including a right to accounting); rights to sub-license
RSO AE (Flan: ERIEE. TRIZE. IPSEERIRUR])
Allocation of responsibilities (e.g., filing patents, maintaining patents, enforcing IP rights)

o BONZSAZSFE R B A 1t 2

o Is there any government interest in the IP?

e 32 ok A F A
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Project IP

> EREBITRIP, EBITR?
»  Who can exploit the IP, and where?
Gt P9 B S
Within or outside of national borders
ERPEBOR
Worldwide rights
e B PR 1
o Other territorial limitations
»  HH
» And for what?
D EERTIVE
R&D only
rikAL
o Commercialization
> EERIRCRIA Ry RS R T R RER AR (BRI R) KB BITSE SRR EIE A
SXMRNTBTIE B 4500 A2 5 Wil

»  What are the rights to improvements? clear in your contract who has rights to improvements (i.e.,
further developments); understand how US and China laws effect what you can agree to.

e SE i Ak E AL
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A FRFE B FI R SR
Contracts May be Subject to PRC Law

o AR NERILANE LR AR she N RN LR 3 St 20

« Patent Law of the PRC and the Implementing Rules for the Patent Law of the PRC
o AR N RALANIE EyhR

« Trademark Law of the People's Republic of China

o AR NI RS LUK e N B LA S it 40 0]

«  Copyright Law of the PRC and the Implementing Rules for the Copyright Law of the PRC
. WL

« Anti-Monopoly Law

o AR ANRINEGRE

+ PRC Contract Law

o PR NRILAEEORGEL OB A (P NRILFEXT AN 5 i)

« Technology Import and Export Provisions (PRC Foreign Trade Law)

o BHBEEEDE (BHik)

« Science & Technology Progress Law (the “S&T Law”)

o AV EA R IR BT A

« Interim Measures for the State-owned Assets Management of Institutional Entities
o Pl N RCHEFIE GRS BT

« Law on Guarding State Secrets

&t SE i Ak E AL
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Contracts May be Subject to U.S. law

LR

The Patent Act

eS

The Copyright Act

Lanham PR

Lanham Act on trademarks

FHEEGFY (Flm. EEZ R

U.S. and state contract law (e.g., Uniform Commercial Code)

FDEARE S (B0 EZRRD RS, KRS R )

Trade secret law (e.g., state trade secret law, e.g., Uniform Trade Secrets Act)
PB4 2

Export Controls on Dual-Use Technology

Government contracting requirements (e.g., Bayh-Dole & Federal Acquisition Rules)
197755 FE| S i N et A58 4912

U.S. Foreign Corrupt Practices Act of 1977

e SEE Nk Ak YE AL
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Compliance with Applicable Law and
Your Organization’s Requirements

N 25 7 B/ BEDE RIS AR e [F o g | IRZ SR AE (1
RETE I AT K, BUMHLIE) ; BB L 55!
 Know what laws apply in each country and reference those laws in
contracts (also: energy regulations/licensing requirements; government
approvals); be clear on rights and responsibilities!

- AWE ARV E AN AR R, RS SRR SR . BRI S
Sk X B E ARV &
«  Make sure all involved in your project have appropriate internal
procedures for managing IP, protecting confidential information, etc. Ensure
your contract addresses compliance with these requirements.

= s A
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Thank you!
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