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FIRST-INVENTOR-TO-FILE
SYSTEM
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First-Inventor-To-File
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New Section 102(a)
1 2k 102(a)

= Significant Changes
— Effective filing date
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New Section 102(b)
122X 102(b)

= Grace period: Disclosure made 1 year or less

before effective filing date is not prior art if:
— Made by inventor or another who obtained subject matter
from inventor, or
— Subject matter was previously disclosed by inventor or
another who obtained subject matter from inventor
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Why First-Inventor-To-File v. First-To-File?
N A NTCHTE v. SCH1E?

» Relief for true inventors against derivation

= Derivation proceedings in USPTO and district court

= Time limit: Imposes obligation to monitor publications or
risk losing patent to a deriving “inventor”
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PRE-ISSUANCE THIRD-PARTY
SUBMISSIONS
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AlA Third-Party Submissions
% ‘Zi%ffﬁg_.ﬁ/ ﬁC

» Effective date: September 16, 2012

= Apply to any application filed before, on, or after
September 16, 2012

» USPTO Rules: published July 17, 2012
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POST-GRANT REVIEW
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Post-Grant Review
EHETIEHEE
» Effective date: September 16, 2012

= Apply to any patents issuing from applications subject to
first-inventor-to-file provisions of the AlA

= USPTO Rules: published August 14, 2012
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Post-Grant Review (PGR)—Introduction

ERZPEHEE (PGR) —5|F

» Allows challenge within 9 months of grant
= Can be based on any invalidity ground
— Prior art
— Utility and patent eligibility
— Enablement, written description, definiteness
= Broader grounds than current reexam or new inter partes
review
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PGR—Conduct of Proceedings
EH% T )5 E—PATEF

» The Patent Trial and Appeal Board will conduct PGR
— May allow for discovery
— Protective Orders
— Oral hearing
— Provide petitioner at least one opportunity to file written comments
= Patentee may amend claims but cannot enlarge scope
= Final determination within 1 year after initiation
— For good cause, PTO may extend determination by 6 months
= Either party may appeal to the Federal Circuit
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PGR—Estoppel
LR T ERE SR

= PTO: May not request or maintain proceeding on
ground petitioner raised or reasonably could have
raised in PGR resulting in final written decision

= Civil action/ITC:

— May not assert ground that petitioner raised or
reasonably could have raised during PGR resulting %
in final written decision

= “Final written decision” # settlement
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PGR—Pros v. Cons
ERRTEHEE —NH v. HH

= Advantages
— Broader grounds than current reexam or new inter partes review
— Lower burden of proof than litigation
— Lower cost than litigation
— Final determination within 1-1%2 years
= Disadvantages
— Must identify real parties in interest
— Estoppel effect
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INTER PARTES REVIEW
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Inter Partes Review
X BB
» Effective date: September 16, 2012

= Apply to any patent issued before, on, or after September
16, 2012

= USPTO Rules: published August 14, 2012

= 42H: 2012F9H16H
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Inter Partes Review (IPR)—Introduction
WA EHEE (IPR) —5| &

= May be filed the later of either:

— 9 months after grant, or

— If PGR instituted, then termination of PGR

Based only on patents and printed publications (like current
reexam)

Will eventually replace inter partes reexam
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IPR—Conduct of Proceeding (Same as PGR)
W B—ATIER (RATEMETEHEE)

The Board will conduct each proceeding

— May allow for discovery

— Protective Orders

— Oral hearing

— Provide petitioner at least 1 opportunity to file written comments
Patentee may amend claims but cannot enlarge scope

Final determination within 1 year after initiation

— For good cause, USPTO may extend determination by 6 months
Either party may appeal to the Federal Circuit
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IPR—Estoppel
W7 EHBE—RE

USPTO: May not request or maintain proceeding on
ground petitioner raised or reasonably could have
raised in IPR resulting in final written decision

Civil action/ITC: May not assert ground that petitioner
raised or reasonably could have raised during IPR
resulting in final written decision

“final written decision” # settlement
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IPR—Pros v. Cons

W7 BE—NH v. 5

= Advantages
— Lower burden of proof than litigation
— Lower cost than litigation
— Final determination within 1-1%2 years

= Disadvantages
— Must identify real parties in interest
— Estoppel effect
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Strategy Considerations

LS
= Benefits & Considerations

— Cost (compared to district court) & Speed (~1 year)

— Limitations on availability/evidence/grounds (PGR vs IPR)
— Discovery opportunities (but limited)

— Decision maker (Appeal to Fed. Cir)

— Broadest reasonable interpretation (USPTO) versus judicial claim construction
(district court)

— Preponderance of the Evidence (USPTO) versus Clear and Convincing
(Presumption of validity in district court)
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Strategy Considerations

3 5 S

= Beware
— Cost (much higher than EPO opposition)
— Estoppel effects
— Threshold for entry
— Requires QUICK and EARLY action
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PRIORIZED EXAMINATION
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Prioritized Examination

PLICH &

Took effect on September 26, 2011

“Track 1" examination — goal of “final disposition” within 12
months

88% grant rate in the first four months!

No more than four independent claims or 30 total claims
Limit of 10,000 applications per fiscal year

Petition fee: $4800
frackone
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Prioritized Examination
PLoeH &
* Procedure for prioritized examination does not apply to:
— International applications that have not entered the national
stage under 35 U.S.C. 371;
— design applications;
— reissue applications;

— provisional applications; or
— reexamination proceedings
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Questions?
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Thank You

Erik R. Puknys fHFa{i (erik. puknys@finnegan.com/1.650.849.6644)
» Managing partner of the firm’s Palo Alto office

» Practice includes litigation (trial and appellate) and counseling in
various technologies, with an emphasis on computer, communications,
and medical device industries

» Frequently lectures on patent litigation and trade secret law

» Former patent examiner at the U.S. Patent and Trademark Office in the
materials science and engineering areas
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Disclaimer
5 57 7= B

These materials are public information and have been prepared solely for educational and
entertainment purposes to contribute to the understanding of U.S. intellectual property law.
These materials reflect only the personal views of the authors and are not individualized
legal advice. It is understood that each case is fact-specific, and that the appropriate
solution in any case will vary. Therefore, these materials may or may not be relevant to
any particular situation. Thus, the authors and Finnegan, Henderson, Farabow, Garrett &
Dunner, LLP cannot be bound either philosophically or as representatives of their various
present and future clients to the comments expressed in these materials. The presentation
of these materials does not establish any form of attorney-client relationship with the
authors or Finnegan, Henderson, Farabow, Garrett & Dunner, LLP. While every attempt
was made to ensure that these materials are accurate, errors or omissions may be
contained therein, for which any liability is disclaimed.
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