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¥ Y Today’s Topics 4 A1 &

» US IP basics refresher 3 [E S = ARl &0 VR0 i
— Sources of law EF KU
— Types of IP &R = AL P
— US Administering Agencies & [H 145 5]

- Some IP considerations for R&D in the US system
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— Private contracts vs. US govt contracts
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— Additional patents, software, and trade secrets concepts
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o%% United States Constitution (1787)
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Article 1, Section 1, Clause 8

“Congress shall have Power . . . To promote
the progress of science and useful arts, by
securing for limited times to authors and
Inventors the exclusive right to their respective
writings and discoveries.”
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US IP Basics --- Patents
52 B FRFEPGERE AR — S A

PATENT: Protects an invention, design, or plant.

- Term of protection (non-renewable): 20 years from application
filing date for invention and plant patents; 14 years for design
patents.

(RIPIUIBE CRATEEIRIN) « W HH R IR & 2 [ 1 204,
ST 144

US Patent and Trademark Office issues all patents in the US.
All types are substantively examined prior to grant.

1136 [ 52 [H LA B As Jm 0 ot I TR RIFRAL . B 2R B ) & Al A
X T B AR AT S i A

Title 35, US Code; Title 15, Chapter 63 US Code; many others,
including laws governing DOE activities
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US IP Basics — Patents

5 R B AT R — A

 Unlike China, the US system does not have
utility model patents at all.

AGHE, SREARRFRABAT S S A

- US “invention” patents are sometimes
collectively called “utility” patents.
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US IP Basics -- Patents
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Statutory Categories of Inventions
IR I g 2R
‘Process
PP
‘Machine

AL

‘Manufacture

7 b

-Composition of matter, and
2l

‘Improvements thereof
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US IP Basics—Patents
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- An invention must be “eligible” for patenting based on
Its subject matter, and it must also meet the following

criteria:

— IR B R A —E R T E RN A, gl
e NS

— Novelty #r #itk

— Usefulness =2

— Nonobviousness (to one skilled in the relevant
particular art)
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US IP Basics---Patents

5 B A R RERITR — T 4]

Nonpatentable Subject Matter
B2 e 2R A

. Laws of Nature [ 4R #i7

- Natural Phenomena Y34

- Abstract Ideas %M &

- Unapplied mathematical algorithms A3 F it 5 27 5k
Products of Nature KIRAFELE I i
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US IP Basics — Trademark
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- TRADEMARK: A word, phrase, symbol, or design, or a
combination of words, phrases, symbols, or designs, that
identifies the source of goods or services of one party from
those of another.

f s PR R it Bl AR 55 AUE - Ty i AR HeAth 7 B — A HRL ]
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- Trademarks can acquire localized (state-based) common law
legal rights through use over time

T A — B Te] R AR ge 5 s A3 i) (M —2%) il viayA e
B

- Main law: Title 15, Chapter 22, US Code

R, SEEVEH22 kR 15

4/10/12 9




US IP Basics---Trademark
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registration with the USPTO, via examination.
SGROREES SR Sy AV ) R SR i B i BV e o ST IS
KR

- Term of protection (renewable): 10 years (The term
“counterfeiting” is used with trademark matters.)

ORPIIIR CRAT2EfE) - 105 C “fRE 7 — i H T rte
55
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 In contrast to China, the US has a “use-based” TM
system, rather than a “first to file” system.
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US IP Basics---Copyright

HAERGEAT A

Copyright protects “original works of authorship,”
iIncluding computer software

HAVERGEX A& IR ) 503 () — MR R, WS THE
HLAR A

Copyright protection is secured automatically
upon creation; in the US, a work is “created” when
it is fixed in a tangible medium for the first time.
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US IP Basics --- Copyright

HVERGEAT A

- Term of protection (non-renewable): Life of the author
plus 70 years in most cases. (The term ‘“piracy” is used
with copyright issues.)

RYIAIR CARTEEE) - KGO MEBE L5 IN704E
C “BEIR” — il [l Tk F55)
- US Copyright Office, part of the Library of Congress,
registers all copyright applications.

5 [ OB S 2 = B I — 300, S X BT B AR

1 .
» Registration is required before filing suit for infringement.
FERC YRR PR 25 EBCE D 2 L Z .
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Copyright — What is not protected?

S EAE A AR A

- Non-original works JF J& 61 1E i

 Facts (e.g., phone books, standard calendars,
tape measures and rulers, height and weight

charts, etc.) 252 (1A, rdEH DT, $&

RMGEa4E, S e EE RS

- |deas themselves A (HE& / RiKk 75)

. Useful Articles (e.g) =M Canistds, A
fashion, furniture

- Main law: Title 17, US Code T-#ijkff:. E[E
VKSR R 7
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US IP Basics --Trade Secrets

B

+ Protects proprietary information or portions of
technology that meet certain criteria

DRI R E P TR B EER v B
— Formulae A=,
— Manufacturing processes ifiliti Jy %
— Business strategies &5 5%
— Business management information & & H A5 &
— Customer lists Jifi% 4 B
— Design concepts ¥t 1t
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| US IP Basics--Trade Secrets

Bk

« Developed mainly through state, not federal, law and varies from state to
state

PN 5 I 2 TRNEAREAS[R], A PN AR A — LS R ML AR 25 DR 1 T 2
« Uniform Trade Secrets Act has helped create a more uniform body of law
from state to state

25— I RS B A B 57— P 5 M 2 1) 1R B8 48— IPVE AR AR &R
« Most state trade secrets law is civil law (noncriminal), but the main
federal statute for trade secrets is a criminal law

KESIr MR AR VR BYE CHEERRD (B2 3 ZE AR TR Mb oAk 25 Rl S
IR FHR A

« Trade secrets “theft” refers to criminal law; “misappropriation” often refers
to civil (noncriminal) litigation context.

HEE AR AR S AT 5, IR E L KE RS RAHE.
« Main laws: 18 USC 1831-9, Uniform Trade Secrets Act, state laws
o EHIVRAR. SE[EyLh, [A-EMERE YL, MVER
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Trade Secrets Law: Basic Concepts

Two fundamental concepts:
P EEA NS
1) The trade secret must be economic or business-related
information kept secret by the owner and that gives the
owner a competitive advantage by reason of its
secrecy MR E LI ULH T8 Haew s g s
T K S8 FHL
2) The owner of a trade secret must take reasonable
measures to maintain its secrecy i MR EF i A 5
IARHL T 5 e Ok A7 LA 25
Protection lasts as long as the information is kept secret.

(R L I 1R 455 LR FF R AR AR ) — R
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— Private contracts vs. US govt contracts

PN ) 5 56 B BUR & [A]

— Some additional patents, software, and trade
secrets considerations

— BB IR A, BT ML S S R R
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Private vs. US Govt Contracting

V) B 5 % BT A1)

activities
FKHE: MABITERM TSR, ZIWCERCHIES)
- “Private” or “commercial’ contracts
“FANI)” B “RMLE” & F
— USG is not a party to the contract
5 EBUN A 2 & R T
— Commercially bargained-for terms, incl IP rights
fr MV EIR AR, BLREFIIR AL
— No illegal terms (antitrust, etc), coercion/duress
WA IARES K (RZEWRSE) , s/ e
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Private vs. US Govt Contracting

V) B 5 % BT A1)

« Government contracts B & [A]
— USG is a party to the contract

5% EBUF R &R —T7
— Fixed statutory IP rights scheme
] 5 [R5 FIR P2 AT 56
« Generally little flexibility to change IP ownership and
rights allocationif ¥ 71 AR KN VR = AU & AR 7
iy T R AR D R d
* Rights expectations are predictable and consistent,
esp re patents BT & ] TR A FAIRFEER], 45l
WA S
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y Private vs. US Govt Contracting

&) B R BUR T 3L A

 Software and Technical Data rights

BAF A ECAE 5 B

— More complicated but somewhat more
room to negotiate rights with contracting

officer

HEMHER Z — R A 56 FE iRA
- Main law source: Federal Acquisition
Regulation(FAR)/agency FARs

4/10/12

B SFNE

SR IR 2541

20



\) Private vs. US Govt Contracting

2 BN 5% BT S A

- Trade secrets is not an available protection form for IP
created under most US govt contracts

1 22 2055 [ BURF G [R) b py P AR AN TG0 58 A0~ A
PRI I\

- But trade secrets may be one component of a party’s
background IP that is necessary to the research effort

(2 i VAR A] BEJE & [F]— 7 BN IT 9T AR A 1 A2 0 2L 1
B s AR B — AN H

Parties have a MUTUAL interest in full protection of
background IP

XT3 A7 LR R g 78 030 DR3P 15 S R P AL
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\ Private vs. US Govt Contracting

=21 FAN 5556 BB LT 37 4 )

« Compulsory licensing or “march-in” rights in US government
contracts (35 USC 203)

F 2% [ UM [R] A s il A T B “ march-in” ACH]
- Has never been exercised by USG
5% H BUR i NARAT A
- Still controversial after 30 years in our law
FAAE T BATTHVEAE P A 305 TE A 41X

- Can sometimes make govt contract negotiations difficult, esp
with SMEs

FI 2B AE A YA B A, JE G 5 N
B
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Additional Patents, Software and Trade

.Y Secrets Considerations
_ENT oF CO> 7 E I D\J—I—/‘ ‘\
- Patents %7

— License for filing patent applications in foreign
countries for inventions made in the US (35

USC 184) 35 & [E N 1) & WS E FE 2 A R VF
nf
— Secrecy orders (35 USC 181 et seq) {25k
— Inventor remuneration---applies to federal

employees only & B AN FIHRIE — Hid H B0
JiE:
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Additional Considerations: Software

TIHMIZE G A

- Federal regulations relating to software and technical data
ownership and licensing are complicated and, where
applicable, participants should make sure they clearly
understand their rights in advance

Je T HAF FNH AR B BTG BURIE A] B S 2R, IF
HAEE I 2 528 D 24 358 s 2 1) 1 i ARAT] AR

- Software identified as background IP must be clearly identified
from the outset---program, name or identifying designation,
version #, etc.
BT T SRR BB 20— I aa i B — A
, BRREbR RS, RS
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Additional Considerations: Trade Secrets

V) st e Rl

. Feeral prosecutions have increased in recent years—TS theft
IS a growing intl issue

BRI TTIRIE N — SR A 2 — AN BT IS K

| o5 1] it

- Section 337 litigation before the International Trade
Commission---an alternative to criminal action for trade secrets
theft and misappropriation

1 [ o B2 2 22 0 4 v PR 337 25 sk Uk — — 1B BBURH T ] i Mb:
w%m%ﬂaﬁ\%Mﬁ~ﬁﬁ

- A federal civil cause of action for trade secrets coming? Stay
tuned

—AN KT R AR E RS RS UR A B YRR T2 HlET

bb

4/10/12 25



) Federal Trade Secret Protection

K2V R R A A
Economic Espionage Act of 1996 (18 USC 1831-9)
1996424 5t [l PRV 5

- Criminal Statute, two sections: JHIZF &€, MW

1) Economic espionage: knowingly stealing or
misappropriating a trade secret for the benefit of a foreign
government or instrumentality or agent

[RGBl A S EE BUR B LA B AT SO 57 Bl FH v b Ak 2
— Penalty: up to15* years in prison and/or $500,000 fine
- Jb . 15 LD M AEMFI/8k50 )7 56 JU Y Fi 3K
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Federal Trade Secret Protection

X)) WL

2) Theft of trade secrets: knowingly stealing or
misappropriating a trade secret related to a product in
interstate/foreign commerce with intent to harm the
owner and give economic benefit to someone else

DI VAR - W= By Bkt A 5 PN B O/ B A0 B
253 51 R R i R e R R R B A 2 P N E g 1A
7 L& 5 A i
Penalty: up to 10 years in prison and/or fine

RbAT: 105 LU R AERAN/ 8k 1 K

Penalties are higher for entities under both sections

FEIXP T B X B ) AR ) B
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THANK YOU!
igkin

Nancy Kremers

fL=K

nancy.kremers@trade.gov
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\\US trade secrets litigation (noncriminal)

X Y E AR R G

- Broad discovery availability

J V2 B R B AT P
« TROs and preliminary injunctions “freeze” the

TS leakage situation at status quo throughout

the litigation period; permanent injunctions

often readily available if case is successfully
proven

TROSHI 45444 i Ml B 3 67 10 IR
ASTEVRIRIIII R T 80 R At R
W23 AR 53 T B A A 3%
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\)\ US trade secrets litigation (noncriminal)

XV iR R IR0

 In camera and attorney restrictions--special
procedures available to prevent further
disclosure of TS to respondent, 3d parties
ANATF ARG — xbess, 55 =07
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