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Transactions
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Contracts

Assistance Awards CRADA*s
Grants “Work For Others” Agreements

Cooperative Agreements User Facility Agreements
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FFADEE (EEAHFE3558 71 55 2005€)
Bayh- Dole Act (35 U.S.C. § 200 et seq.)

(BUER& B R)
(Policy & Objective)

TF1980F K H

Adopted in 1980
FERATHRFEUES ZANER, ZFLAFE TERFBEATZEINHFRIF L ;
To use the patent system to promote the utilization of inventions arising from
federally supported research or development;

s/ N MV FRAR S 5 REXFR BT 5 BRI B 22 8T &
To encourage maximum participation of small business firms in federally
supported research or development;

Anam g b sk 5 3R B F PR AL (B B S 1F ;

To promote collaboration between commercial concerns and nonprofit
organizations;
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To ensure that inventions made by nonprofit organizations and small bus. are

used in a manner to promote free competition and enterprise without unduly
encumbering future research and discovery;




FFL (zmmsgssun9 %200%)
Bayh‘ DO I e (35 U.S.C. § 200 et seq.)

M (REEHFE 35807 552005)
Bayh-Dole (35 U.S.C. § 200 et seq.)
SERTHANBEHE”, 475 AMNEEL, FRFERIXE

Applies to R&D “funding agreements” with small business, non-
profit, and university contractors

HAFFPER LRSS, BRETERMATRLE. TARREE
RERBIME

Contractor has the right to elect title to “subject inventions” subject
to Government license, march-in rights, and U.S. preference

FFRIE

Exceptional Circumstances

H1TH125015 (1987) - EERILFCENTERFFITLESE
Executive Order 12591 (1987) — Follow Bayh-Dole to the extent
permitted by law




Bayh-Dole

Contracts with small businesses,
non-profits and universities:
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Std FAR Clause 48 CFR
52.227-11

Agencies have their own FAR
supplements which may offer
some slight modifications to
the standard FAR patent
rights provisions (e.g. DEAR,
48 C.F.R. Parts 927 and 952;)

Financial Assistance:

“Intangible Property” cites to
37 C.F.R. Part 401

10 CFR 600 Subpart D,
Appendix A

Std FAR 43X 48 CFR
52. 227-11
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Contracts, Grants, Cooperative Agreements
Patent Rights (48 CFR 52.227-11)

AR, Kg, AVEPX

LRIRL (48 CFR 52.227-11)

Subject Inventions % HH
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profit by law may elect to retain title
to “subject inventions” (i.e.
conceived or first actually reduced
to practice under contract/award).

Large businesses must obtain patent
waiver for DOE contracts/awards,
?;plcally require at least 20% cost
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Government reserves certain rights:

Government License E&}ﬁ {% gt ﬁﬁ EI/J 7&7?”

March-in rights BURF AT E
U.S. Manufacture Requirement NN
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Contracts, Grants, Cooperative Agreements

Patent Rights

A, Bh, AN

LA
Government License: The Federal Government shall
have a nonexclusive, nontransferable, irrevocable, paid-up
license to practice or have practiced for or on behalf of the
United States the subject invention throughout the world.
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Contracts, Grants, Cooperative Agreements
Patent Rights
AR, ®a, AETX

LRI

March-in rights - Government can require the contractor, assignee, or exclusive licensee to
grant license to responsible applicant where: (1) such action is necessary because the
Contractor or assignee has not taken, or is not expected to take within a reasonable time,
effective steps to achieve practical application of the subject invention in such field of use; (2)
such action is necessary to alleviate health or safety needs which are not reasonably satisfied
by the Contractor, assignee, or their licensees; (3) such action is necessary to meet

requirements for public use specified by Federal regulations and such requirements are not
reasonably satisfied by the Contractor, assignee, or licensees; or (4) Such action is necessary
because of non-compliance with terms of U.S. Preference clause.
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Has never been exercised by US Government.
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Contracts, Grants, Cooperative Agreements

Patent rights
aE, &, BIEMmMY
EZAULY

U.S. Manufacture
U.S. Preference - for exclusive licenses to use or sell any subject invention in
the United States, licensee must agree that any products embodying the
subject invention or produced through the use of the subject invention will be
manufactured substantially in the United States.

U.S. Competitiveness - Substantial manufacture also applies to contractor/
awardee and non-exclusive licensees, and may apply for sale worldwide (e.g.
large businesses)

May be waived or modified under certain circumstances, but expect to agree to
provide some benefit to U.S. economy
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Contracts, Grants, Cooperative Agreements
Data Rights

B AR

DOE data policy directed toward:
Making the benefits of the energy research, development and demonstration programs of DOE widely
available to the public in the shortest practicable time

Promoting the commercial utilization of the technology developed under DOE programs

Encouraging participation by private persons in DOE energy research, development, and demonstration
programs

Fostering competition and preventing undue market concentration or the creation or maintenance of other
situations inconsistent with the antitrust laws

Other civilian science agencies have similar policies
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Contracts, Grants, Cooperative Agreements
Data Rights

B AR

For small bus. or large bus., the government gets:

Unlimited rights in generated data, which is riglf)lt_ to use, disclose, reproduce, prepare derivative works,
distribute copies to the public, and perform publicly and display publicly, in any manner and for any purpose,
and to have or permit others to do so.

For universities or non-profits, government gets rights to:

Obtain, reproduce, publish or otherwise use the data first produced under an award; and
Authorize others to receive, reproduce, publish, or otherwise use such data for Federal purposes.

However, under certain special authority (e.g. EPACT 2005), DOE may allow protection of generated data for up to 5
years.

Always will have the right to protect subject invention information (e.g. disclosures) to allow for filing of patent
applications
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U.S. Position on CERC IP
ET5 Ve Re VR o7 PO A

Protection of IPR is one of the most important steps to
promote innovation.

ANNEX I - INTELLECTUAL PROPERTY

The Parties shall ensure adequate and effective protection of intellectual property created or

furnished under this Protocol and relevant implementing Project Annexes. Rights to such

The U.S. works with China to ensure rules and regulations
are enforced.

intellectual property shall be allocated as provided in this Annex. Subject to this Annex, the
Parties shall support the widest dissemination of scientific information they generate in the

execution of this Protocol.

Under CERC, the provisions of the IP Annex to the Protocol score
Will gUIde our approaCheS. . This Annex is applicable to all cooperative activities undertaken pursuant to this

Protocol. except as otherwise specifically agreed to by the Parties or their designees.

: . : . . For purposes of this Protocol, “intellectual property™ shall have the meaning found in
DlSputeS Wlll be resolved mn neutral SettlngS under Article 2 of the Convention Establishing the World Intellectual Property Organization,
international I‘ules' done at Stockholm, July 14, 1967, and may include other subject matter as agreed to

by the Partics.
. Each Party shall cnsure, through contracts or other legal means with its own
%D ‘I/HF *X D/\J 1% j:)i' IEé {Ej}l—:ﬁu %ﬁ ﬁai‘ Eg E/\J 5@%2 = participants, if necessary, that the other Party can obtain the rights to intellectual
property allocated in accordance with the Annex. This Annex does not otherwise alter
or prejudice the allocation between a Party and the nationals of its country, which
% 5 E':I /a\{q:‘: U\ ’f% “L[E j&m% T,:EIJ E /T%l: U\ j:}:l‘ //Tﬁ; shall be determined by that Party’s laws and practices.
Disputes concerning intellectual property arising under this Protocol shall be resolved

through discussions between the concerned participating institutions or. if necessary,

?j_‘_: [:Fl %fﬁ% ?:DI: ﬁéﬁﬁﬁ % EF‘ J L\\ 9 Tj]\ % H’\J /Irn 'i//l:l}t *X MTJ' ’f/:F )l%‘ j:Elb TJE“ ?‘2’“‘] the Parties or their designees. Upon mutual agreement of the Parties, a dispute shall
E/‘J :I,}h‘//ffj‘i‘?z be submitted to an arbitral tribunal for binding arbitration in accordance with the

applicable rules of international law. Unless the Parties or their designees agree

otherwise in writing, the arbitration rules of the United Nations Commission on

%[— ﬁfuﬁ )l%_ Tﬁ'_' ﬁ{é{ Iz/—}i jsyl_].; )I_I\[J Hﬂ EFI j‘*)_[‘ 1:@ ﬁ@ f{j% ] International Trade Law (UNCITRAL) shall govern,

Termination or expiration of this Protocol shall not affect rights or obligations under

http://www.us-chinacerc.org




Protocol’s IP Annex
e YR U = AR 12

Under CERC, the Protocol and its IP Annex (Gov-to-Gov) Take Priority:
Party that Makes or Creates the IP, Owns the IP
If IP is Jointly Made, then it is Jointly Owned

SRe ?rdless of Ownership, Each Party has (non-exclusive) Right in its Own Territory to Use or
ublicense

Rlight(s outsjide its Territory are to be Determined via Negotiation under a Technology Management
Plan (TMP

TMP is to be Jointly Agreed Upon by the Parties (Respective Governments)

The Protocol Does Not Otherwise Alter or Prejudice Allocation of IP between a Party and its Nationals,
which are Determined by that Party’s Laws

The TMP further clarifies:
“Participants” (those entitled to preferential licensing)
“Cooperative Activities” and “Jointly Funded Research Projects”

The TMP “Template” Provides Guidance; Additional Details May be Negotiated Providing a More Flexible
International IP Regime than Other S&T Agreements
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TECHNOLOGY MANAGEMENT PLAN

(Regarding the exploitation of Intellectual Property-Rights)

for the Clean Energy Research Center Advanced Coal Technology Consortium (ACTC)
R B ERERARPOEEERAKRE (AcTC)

X TR =1 A

BEAEEITL

III. Ownership of Intellectual Property

= SRR TR

The owner(s) of Background Intellectual Property shall retain all right, title, and interest in their own Background
Intellectual Property. The Signatories to the CERC Protocol have acknowledged that nothing herein shall be construed
as requiring such an owner or owners to license, assign or otherwise transfer its Background Intellectual Property, and

that any use of Background Intellectual Property authorized by its owner may require an appropriate license to such
Background Intellectual Property.

TSR BT DR B AT B0 SO BUIF=AT I AR AT B A 2t . CERCBUE P 4R LI X7 AL
H R AR ST AN AR D BESRZBORIINE B VF AT S ksl DASA 5 sCE A2 S BT 28 1S SRR B, AR BUR)
A BB TS SRR BRI #R AT REZORIRAT S IE RIVFATIE

A Participant or Participants (and/or MOST, NEA or DOE, in accordance with the laws and practices of the territory
of such ministry, agency or department) shall retain ownership, in all countries, of Project Intellectual Property
created or invented by such Participant(s) (including the right to file a patent application).

— NN 5F CF/EMOST. NEA. DOE, #Hs e Fir e Hudal i RS B [ AH N 22 . LA T]) W £ tH 2%
T (253 il el kWA P=SUR T E A (B LR HERD .




IV. Management of Intellectual Property and Information Sharing
M, ZHR~RERNERER

1. Participants in Cooperative Activities may list all relevant intellectual property that
they assert as Background IP for the purpose of seeking to distinguish Background
Intellectual Property from Project Intellectual Property. Participants in a particular
Jointly-Funded Research Project or Cooperative Activity, and contributors of
Background Intellectual Property to that Project or Activity, may agree in writing to the
scope and nature of the Background Intellectual Property.

LRI SIS 5 3 Al A1 LSRR O T3 s R U= B A A ISR U=, AED 15 S5 ki
ORI H = BOMEAX 53 L IO B BIFTI0 H 8E S ARSI 25 3 Az H B8R
BN AT SRR (A T LA I 205 1 S k0= B e BT 4 i

. It is the intent of the China ACTC and U.S. ACTC to encourage sharing of data and
other information related to the Project Work, both sides shall make regular publically
available report s to the respective Signatories to the CERC Protocol (except for that
which cannot be disclosed to the public in accordance with applicable national or other
laws and regulations regarding secrecy, confidentiality or the need to preserve the
novelty of an invention for purposes of patenting), generally describing research data
produced, project progress and periodical achievement.

2. FTACTCHISE T ACT CRRAE s iS55 -5 01 H A A3 - BB ALELARAS B, 805 W e 3] 1]
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\YA Management of Intellectual Property and Information Sharing
M, MR EBEEHRE

4. For “Jointly-Funded Research Projects,” subject to the provisions of the IP Annex, each
Signatory to the CERC Protocol, and its Participant(s) as may be necessary, shall have
access to, and a free right to use such Intellectual Property created or invented during
this cooperative activity, for purposes of execution of the project/work plan for the
particular Jointly-Funded Research Project.

gt “ILRBTBIIEINE 7 1S, AERSFIPERLE IR aTdeE . CERCIUE 154 2 XUT M
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SHARING AND PROTECTION OF INTERESTS IN
INTELLECTUAL PROPERTY RIGHTS

A, AR HEES R

Project Intellectual Property created or invented jointly by employees of and/or those
sponsored by Signatories to the CERC Protocol from BOTH territories, shall be jointly owned
by the respective Signatories to the CERC Protocol (or their Participant(s) in accordance with
the laws and practices of the signatory’s territory) and subject to each such owner having an
undivided interest in the same.

3. H1 7 5 P 1R CERCISURE 152 29 X0 /7 Jee b A/ sl 5% B 69 N 6 3 ] A I sl s F) 30 ) SR P,

4.
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For “Jointly-Funded Research Projects,” unless otherwise agreed by the China ACTC and the
U.S. ACTC—

4.0 “ILFEBEEHITINE 7 S, BRARFTACTC A3 TTACTC T 4 E—

4.1.

An owner or owners from one territory, of Project Intellectual Property arising from
such a project (and where necessary, Signatories to the CERC Protocol with an interest in
such intellectual property) shall agree to negotiate in good faith terms of a nonexclusive
license , to the other territory's Participants in such particular “Jointly-Funded Research
Project”, to make, have made, use, sell or otherwise practice such intellectual property. Such
licenses shall be subject to negotiation on favorable terms agreeable to the entities that have
ownership of such Intellectual Property.
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514! Thank You
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